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Period for Re™""* MTE «™™**fon app' ars on the cover she t with the Correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION MONTH(S) FROM 

Status 

1)S Responsive to communication(s) filed on 06 October 2003 
2a)D This action is FINAL. 2b)|EI This action is non-final. 

3) D rSin S o aPPl w ati ° n iS 5 l 0nditi0n for allowance ^cept for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 453 o.G. 21 1 3 

Disposition of Claims 

4) El Claim(s) 1-18 and 20-78 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8M Claim(s) 1-18, 20-78 are subject to restriction and/or election requirement. 
Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 

11) U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

12 > n I Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 1 19(a)-(d) or (ft 
a)|_| All b)U Some * c)G None of: 

1 .□ Certified copies of the priority documents have been received. 

2. [J Certified copies of the priority documents have been received in Application No 

3. U Copies of the certified copies of the priority documents have been received in thisl^tTonal Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
? 6 ! theattached detailed 0ffice action for a list of the certified copies not received 

13) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional aoolicatiom 

since^spe^ific reference was included in the first sentence of the specification or in fan JSSXSSSS 

a) □ The translation of the foreign language provisional application has been received 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a soecific 

reference was included in the first sentence of the specification or in an AppHcation DaYa ^ Sheet . 37 CFR 178. 
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DETAILED ACTION 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 -42 and 75-78, drawn to an optical fiber, classified in class 385, 
subclass 123. 

II. Claims 43-53 and 63-39, drawn to a coating and method, classified in 
class 522, subclass 90. 

III. Claims 54-52, drawn to a method of coating an optical fiber, classified in 
class 427, subclass 163.2. 

IV. Claims 70-74, drawn to a method of making an oligomer, classified in 
class 528, subclass 75. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as a coating on substrates 
such as a lens and is not limited to optical fiber substrates, and the inventions are 
deemed patentably distinct since there is nothing on this record to show them to be 
obvious variants. Should applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
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record showing the species to be obvious variants or clearly admit on the record that 
this is the case. In either instance, if the examiner finds one of the inventions 
anticipated by the prior art, the evidence or admission may be used in a rejection under 
35 U.S.C. 103(a) of the other invention. 

Inventions I and III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the process as claimed makes a different 
product because the product of Group I is not limited to any specific micro-bend 
properties. 

Inventions I and IV are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different functions and modes of 
operation. 

» 

Inventions II and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different functions. 

Inventions II and IV are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
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operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different functions. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Groups ll-IV, restriction for examination 
purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be' complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 571-272-7524. 
The examiner can normally be reached on M-F 10:30-7:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on 70571-272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 703.872.9310. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 
703.308.0651. ^-^ 




